U nregistered Trade Mark

Trade mark is a sign which can be a word or words (including personal names), designs, letters,
numerals, figurative elements, colors, sounds, smells, shape of the goods or their packaging or any
combination the of these. In most parts of the world including Hong Kong, the basic requirement
for a trade mark to be registrable is that the mark must possess some element of distinctiveness

which serves to distinguish goods and/or services sold and/or provided under the mark of one
trader from those of others. It would be unlikely to register a trade mark which is devoid of any
distinctive character, or, descriptive of the goods/services, or, a geographical name, or, contrary to
law or morality, or national or regional flag.

The following decision of the Hong Kong Trade Marks Office on distinctiveness of mark reveals that
a trade mark, which is considered devoid of any distinctive character and descriptive of
goods/services will very likely be refused.
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Trade Mark “NAKED”

Hong Kong Trade Mark
Application No.300765009
Class 10

The applicant, Creative Resources LLC, applied to register
the mark “NAKED” for goods “condom” in Class 10. At the
examination stage, registration of this mark was refused
on grounds that (i) the mark was devoid of any distinctive
character; and (ii) the mark consisted exclusively of a sign
which might serve, in trade or business, to designate the
characteristics of the applied for goods. Therefore, the
applicant requested for a hearing on the registrability of
the mark to be held. Since no evidence of use of the mark
prior to the date of application could be adduced, the
Registrar had to consider the case only on prima facie
basis during the hearing.

In conclusion, the Registrar upheld that application of the
mark “NAKED" in Class 10 was precluded from registration
and refused due to it being descriptive of the goods and
devoid of any distinctive character.

Of the above case, we may observe that it is a trend for the
Examiner to search the Internet to find out whether or not
the applied for mark is commonly used by traders to
describe the same goods and/or services as claimed under
the application. If your trade mark is found to be
commonly used by traders to describe the goods and/or
services as applied for in the same field of business, it
would be very difficult for your trade mark application to
be allowed for registration.

At the hearing, the applicant argued that the term
“NAKED” did not directly describe/refer to condoms or of
the sensation experienced by the user of a condom and
that it was not commonly used by other traders to
describe such goods. In support, the applicant submitted
that the corresponding mark had been accepted for
registration in the U.S. European Community, Japan,
South Korea and Mexico. However, the Registrar still
considered that the mark “NAKED’ having a meaning
“having no covering; conveyed a direct and immediate
message that the goods would make the users feel
“naked” or nearly-naked as if the condom was not even
there. Further, the Registrar drew the applicant’s attention
to the Internet searches that the term “naked” had indeed
been commonly used by traders to describe and
designate the characteristics of the goods “condoms” The
consumers would therefore perceive the mark “NAKED” as
merely describing a characteristic of the applied for
goods, as opposed to denoting the trade origin. As the
Registrar found there were valid reasons for refusing the
application for registration, he was not prepared to give
any weight on the acceptance of the correspondence
mark in other countries.

Nevertheless, it may still be possible for a trade mark
which is devoid of distinctive or descriptive of
goods/services to be allowed for registration if that trade
mark has, before the date of filing the application,
acquired distinctiveness through long and extensive use
by the applicant.

“Under the Hong Kong Trade Marks Ordinance (Cap.559),
Section 11(2) - that a trade mark shall not be refused
registration if, before the date of application for
registration, it has in fact acquired a distinctive character as
a result of the use made of it.”
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